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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I, specie c), claims 1 and 4-13 in 
the reply filed on 08/07/09 is acknowledged. 

Claims 2-3 and 14-16 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
08/07/09. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 4-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kamio et al. (JP 2000265232) in view of Sakamoto et al. (JP 64039339). 

Regarding claims 1, 4-6, 8-10 and 12, Kamio et al. teach a process of producing 
an aluminum-alloy shaped product after continuous casting the aluminum alloy 
comprising: 

a preheat treatment at a temperature of 490-510 °C for 3 to 5 hours (claim 2); 
even though the claimed preheat temperature range and the range disclosed by Kamio 
et al. do not overlap, a prima facie case still exists where the claimed range and the 
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range disclosed by the prior art are close enough that one skilled in the art would have 
expected the same result MPEP 2144.05 I. 

a step of heating the forging material during a course of forging at 400-500°C 
(claim 2); 

a step of post-heat treatment at 190-200 °C for 5 to 7 hours without performing 
solid solution treatment (claim 4). 

Kamio et al. do not expressly teach the continuously cast rod of aluminum alloy 
with the claimed composition. 



Sakamoto et al. disclose a continuously cast rod of an aluminum alloy, which is 
suitable for forging, with a composition relative to that of the claimed invention, in weight 
percent, as shown below (abstract and page 6, lines 19-20): 



Element 


Instant claims 


Sakamoto et al. 


overlap 


Si 


10.5-13.5 


7.5-22 


10.5-13.5 


Fe 


0.15-0.65 


0.25-1.0 


0.25-0.65 


Cu 


2.5-5.5 


3.0-7.0 


3.0-5.5 


Mg 


0.5-1.3 


0.3-1.0 


0.5-1.0 


Ni 


0.8-3 


0.3-2.0 


0.8-2.0 


Sr 


0.003-0.03 


0.005-0.1 


0.005-0.03 


Mn 


0.1-1.0 


0.25-1.0 


0.25-1.0 


Al 


balance 


balance 


balance 



It would have been obvious to one of ordinary skill in the art to use the aluminum 
alloy cast rod of Sakamoto et al. in the process of Kamio et al. since Sakamoto et al. 
teach that such an aluminum alloy exhibit excellent wear resistance and forgebility by 
casting and heat-treating (abstract). 

In addition, the amounts of Si, Fe, Cu, Mg, Ni, Sr, Mn and Al disclosed by Kamio 
et al. in view of Sakamoto et al. overlap the claimed amounts of Si, Fe, Cu, Mg, Ni, Sr, 
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Mn and Al of the instant invention, which is prima facie evidence of obviousness MPEP 
2144.05 I. It would have been obvious to one of ordinary skill in the art to have selected 
claimed amounts of Si, Fe, Cu, Mg, Ni, Sr, Mn and Al from the amounts disclosed by 
Kamio et al. in view of Sakamoto et al. because Sakamoto et al. disclose the same 
utility throughout the disclosed ranges. 

Regarding claim 7, Kamio et al. disclose the aluminum alloy can contain 
additional P in an amount of less than 0.02% as claimed (section 0009). 

Regarding claim 1 1 , Kamio et al. disclose the forged aluminum alloy exhibits 
excellent fatigue strength at high temperature (abstract). One of ordinary skill in the art 
would have expected the percent reduction of high temperature fatigue strength 
resistance of a portion of the forging material is regulated to 90% or less as claimed. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kamio et 
al. (JP 2000265232) in view of Sakamoto et al. (JP 64039339) as applied to claim 1 
above, and further in view of Evans et al. (US7267734). 

Sakamoto et al. disclose the casting of the molten aluminum alloy is conducted at 
670-850 °C (Page 5, lines 6-7), which overlaps the claimed range MPEP 2144.05 I. 

Kamio et al. in view of Sakamoto et al. is silent about the casting speed. 
However, it is well held that discovering an optimum value of a result-effective variable 
requires only routine skill in the art MPEP 2144.05 II. In the instant case, casting speed 
is a result effective variable since it affects the intermetallic phases of the alloy, as 
evidenced by Evans et al. (Column 3, lines 65-67 and Column 4, lines 1-3). Therefore, it 



Application/Control Number: 10/583,040 Page 5 

Art Unit: 1793 

would have been obvious to one of ordinary skill in the art to have optimized the casting 
speed of Kamio et al. in view of Sakamoto et al. in order to achieve desired intermetallic 
phases of the aluminum alloy. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA LEE whose telephone number is (571)270- 
5856. The examiner can normally be reached on Monday-Friday 8:00 am - 5:00 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ROY KING can be reached on (571)272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. L.I 

Examiner, Art Unit 1793 



/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 



